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DETAILED ACTION 
Response to Arguments 

1. In view of the Appeal Brief filed on 1/1 1/2005, PROSECUTION IS HEREBY 
REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 13 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 1.131 or 
1.132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1 , 7 - 9, 1 8, 24 - 26, and 29 are rejected under 35 U.S.C. 1 12, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. 
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The above-mentioned claims recite a display feature. However, the scope of the 
claims covers, as evidenced by Fig. 1 and P. 5, line 28 of the specification, a "typical 
office telephone 105." To examiner's best knowledge, a typical office telephone has no 
display on or associated with it. A typical office telephone merely has a housing with a 
keypad and a handset. Therefore it would be impossible for the present invention to 
display anything on a typical office telephone. Note as well that the claimed display is 
used for displaying "selected numbers" (plurality of numbers) and for "displaying said 
second number." This, apparently is not any conventional display. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1,18, and 29 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

Claims 1,18, and 29 use the terms "foiwardingTforwarded" and "transferred" in 

the same context. However, forward and transfer are terms of art in telephony which 

refer to different features / operations. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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4. Claims 1-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over . 
US 6,160,877 (Tatchell et al.) in view of US 5,946,386 (Rogers et al.) or in the 
alternative, US 6,028,91 7 (Creamer et al.) 

As to claims 1-3 and 18-20, Tatchell et al. teaches a personal agent system 
which allows for the selective forwarding of calls received at, for example, a subscriber's 
office number, read as the claimed first number, to the subscriber's home number, read 
as the claimed second number. Forwarding only occurs if the incoming call is one of a 
predetermined calling parties, read as the claimed selected incoming telephone calls. 
All other incoming calling parties or those part of a different predetermined group are 
routed to another number, a voice mail system, or some other default termination. 
(Abstract, Col. 3, line 24 - Col. 5, line 2, Col. 9, line 29 - Col. 12, line 19, Col. 18, line 
55 - Col. 22, line 33 of Tatchell et al.) 

What Tatchell et al. does not teach is displaying information on the subscriber's 
device and enabling a subscriber to input a second number on the device and 
displaying it. 

However, Tatchell et al. teaches that the system and method may be 
implemented and accessed from a mobile telephone. (Col. 7, line 4 of Tatchell et al.) 
Mobile telephones inherently or at the least obviously have displays and have the ability 
to display such information as callerlD information. In fact, Tatchell et al. teaches that 
such is well known. (Col. 1 , lines 28 - 32, lines 49 - 53 of Tatchell et al.) 

See the rejection of claim 7 below. While Tatchell et al. specifically teaches 
using voice recognition to circumvent the need for displays, as in presenting database 
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and table information including selected phone numbers to be treated in certain ways, 
forwarded, etc., it still would have been obvious for one of ordinary skill in the art at the 
time the invention was made to simply not have the system translate text to speech as 
is done. In such a situation, Tatchell et al. teaches that information will be announced to 
the subscriber and the subscriber, using voice recognition, can speak instructions to 
input selected numbers as well a number such selected numbers will be transferred to . 
(Col. 13, line 38 - Col. 18, line 23, Col. 20, lines 21 ■ 65 of Tatchell et al.) 

Again, all that is required is to merely not translate the text. Arguably this is 
simplification of the invention of Tatchell et al. and therefore obvious. Moreover, 
systems that use both audio and visual interaction techniques are old and well known. 
Take for example, airline reservation systems. One could either go online to access 
and provision or be serviced or could simply call into the airline's telephony system and 
interact using IVR. It is merely a matter of known choice. 

Also, Rogers et al. teaches a system and method of controlling all incoming and 
outgoing communications, whether voice, fax, or data including the forwarding of such 
communications, wherein all the controlling is done via displays. (Abstract, Figs. 6a- 
9ab, Col. 22, lines 7 - 23, Col. 38, lines 46 - 48 of Rogers et al.) 

It would have been obvious for one of ordinary skill in the art to have 
implemented the invention of Tatchell et al. using a visual environment inasmuch as the 
use of IVR and displays are notoriously old and well known and merely are choices that 
a system designer would choose between. 
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More reasons for using displays instead of traditional provisioning means (more 
flexible features and accommodating the trend better connectivity and interaction 
between computers and telephones) is taught by Creamer et al. wherein provisioning of 
telephony services is provided via GUIs, computer displays, interactive web pages, etc. 
as a result of web or Internet interactions with the telephony service provider. (Abstract, 
Col. 2, line 33 - Col. 6, line 33, Col. 7, line 6 - 52 of Creamer et al.) 

Again, it would have been obvious for one of ordinary skill in the art at the time 
the invention was made to have implemented the features of Tatchell et al. in a visual 
environment because such an environment offers advantages in some instances over a 
purely audio-based environment. Sometimes listening to an entire list of numbers or a 
menu is tedious and time-consuming, wherein a visual display and interaction with 
numbers or a menu is quicker and at times easier. 

Moreover, as to the claimed displaying said second number, whenever for 
example, a user enters anything on a mobile telephone keypad, a corresponding 
notation is displayed. If a user presses "XXX-XXX-XXXX", the mobile phone will display 
that telephone number. 

As to claims 4 and 21 , personal agent 1 1 is basically a processor that can either 
be co-located with a telephone switching center 10, or located on its own. Moreover, it 
contains at least an application processor 21 and various databases 22. (Figs. 1 and 
2a) As such, personal agent 1 1 is analogous to the claimed server. 

As to claims 5 and 22, Tatchell et al. teaches that a subscriber of the personal 
agent can access the personal agent and perform any and all function available 
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therefrom, including provisioning the subscriber's databases wherein the selected 
callers/numbers are identified, from any device, remote or local. (Col. 3, lines 60 - 63, 
Col. 7, lines 15-32, Col. 8, line 5- Col. 9, line 28 of Tatchell et al.) 

As to claims 6 and 23, see Col. 12, line 67 - Col. 13, line 29. Also see the 
rejection of claims 4 and 21 , wherein it is taught that such information is stored in the 
personal agent's databases. Therefore, it is inherent that the selected information 
would have to be sent to personal agent/ server 1 1 , since a subscriber will always 
access the personal agent only over a telephony device. 

As to claims 7-9 and 24 - 26, see the rejection of claim 1 . Again, Tatchell et al. 
does not teach the use of a visual display for menus when interacting with personal 
agent 11. Tatchell et al. instead, teaches using voice recognition as the mode of 
interaction between the system and subscriber. 

However, such is old and well known and it would have been obvious for one of 
ordinary skill in the art to have implemented visual displays in the invention of Tatchell 
et al. inasmuch as such a feature is merely a design choice or preference which is 
based on user functionality not having patentable relevance to the invention feature of 
the present invention, selective call forwarding. One motivation for having visual menus 
and interaction is because long lists of messages or intricate menus, for example, could 
be tedious and confusing to navigate via telephone key buttons or via voice. Therefore, 
certain inventions have chosen to use visual menu displays. On the other hand, visual 
displays also present a old and well known problem, especially in the mobile telephony 
arts, in that when driving a car, for example, having to look at and navigate a menu 
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visually is quite dangerous. In such a scenario, audio interaction, such as voice 
recognition means, are a much safer way to interact with a device/system. As such, 
again, it is merely a design choice. 

As to claims 10, 11, 27, and 28, see Col. 12, lines 58-66, Col. 13, line 38- Col. 
16, line 47. Because Tatchell et al. teaches that a subscriber may categorize contact 
numbers in their database, such reads on selecting numbers from the entire database, 
as well as "designating" them. 

As to claims 12 and 14, Tatchell et al. teaches that the personal agent may be 
accessed/utilized from any telephony device such as a mobile phone, i.e., a wireless 
device/cellular phone. (Col. 7, lines 1-4) 

As to claim 13, see Col. 7, lines 10-14 wherein Tatchell et al. teaches that 
either voice, or DTMF codes entered on the user device may be used to control, 
access, provision personal agent 1 1 . 

As to claims 15-17 and 33 - 35, Tatchell et al. does not teach using a pager or 
computer/laptop to access personal agent 1 1 . However, in modern telecommunications 
systems, the integration of various types of telephony and computer devices is very old 
and well known. It would have been obvious for one of ordinary skill in the art at the 
time the invention was made to have contemplated using other devices besides strictly 
telephony devices to interact with personal agent 1 1 . Tatchell et al. as discussed 
above, already contemplates using both landline and wireless telephones as well as 
receiving data and fax communications in addition to just voice communications. (Col. 
4, line 34 and Col. 14, line 34, Col. 19, line 34 of Tatchell et al.) 
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As to claim 29, see the rejection of claims 1,4, 18 and 21 . Furthermore, 
personal agent 1 1 has therein, at least, a processor 21 and various databases which 
communicate with each other. Databases and processors are not the same type of 
elements, nor do they perform the same operations. As such, it is inherent that a 
network interface would have to be used to allow for those two different types of 
elements to interact. 

What Tatchell et al. does not teach is the use of a system bus. However, system 
busses are extremely old and well known and merely allow different components of a 
system to be connected to a common link allowing for communication therebetween. 
Therefore, it would have been obvious for one of ordinary skill in the art at the time the 
invention was made to have implemented personal agent 1 1 of Tatchell et al. in manner 
that utilized a system bus. The functionality and operation of personal agent 1 1 would 
not be affected by the use of a system bus as opposed to separate connections 
between the databases 22 and the processor 21 . Moreover, Tatchell et al. does not 
even describe the type of connections used in personal agent 11. It could very well be 
that a system but is used. 

As to claims 30 and 32, see the rejection of claims 12 and 14. 

As to claim 31 , see the rejection of claim 13. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1,18, and 29 have been considered 
but are moot in view of the new ground(s) of rejection. 
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Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hector A. Agdeppa whose telephone number is 571- 
272-7480. The examiner can normally be reached on Mon thru Fri 9:30am - 6:00pm. 

|f attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ahmad F. Matar can be reached on 571-272-7488. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Hector A. Agdeppa 

Examiner 
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